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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[3 Responsive to communication(s) filed on 04 November 2005 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1.4-12.15-29.32.37.38.47.48.65-70 and 77-80 is/are pending in the application. 

4a) Of the above claim(s) 33 and 71-76 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 
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7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Election/Restrictions 

1 . Newly submitted claims 71-76 directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: The method claims are 
withdrawn, since the expansion can occur in two different directions. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 71-76 withdrawn from consideration as being directed to a 
non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1, 4-12, 15-17, 19-26, 32, 38, 47, 65-68, 70 and 79-80 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Evans (US. 6,409,175) in view of Blose (US. 
4,822,081). 

Evans illustrates a diametrically expandable coupling arrangement for coupling 
diametrically expandable first and second tubulars (first and second tubulars as seen in figures 7- 
7B). The coupling arrangement having a male thread portion on an end portion of a first member 
(tubular member or pin), a nose (end portion of 26 that is a nose and is received in a groove in a 
second member, figure 7A) along the end portion of the first tubular (26), a female thread portion 
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on an end portion of a second tubular (27), the female thread and male thread portions are 
configured to threadely mate, an undercut groove (groove having the nose portion) along the end 
portion of the second tubular adapted to receive the nose (the nose is received in the groove), the 
thread portions define a thread cut in an opposite direction (this is the case since the expansion 
tool can be inserted in both direction, see column 10, lines 15-19) to an intended direction of 
rotation of a rotary expansion tool (method limitation given non patentable weight in an 
apparatus claim) and include material properties that facilitate engagement of the threads (the 
threads have material properties to facilitate engagement of the female thread portion to the male 
thread portion) due to rotary expansion thereof (method limitation given non patentable weight 
in an apparatus claim). The undercut groove prevents separation of the first and second members 
(this is the case as seen in figures 7A-7B). The first tubular elongates axially and the second 
tubular contracts axially while the coupling is diametrically expanded (method limitations given 
little patentable weight in an apparatus claim). The coupling arrangement is dimensioned to 
accommodate relative axial extension between the first tubular and second tubular (this is the 
case due to expansion). A deformable seal (29) within a groove (31) of the coupling 
arrangement. The deformable seal is made of elastomeric material (elastomeric material are 
know to swell when contacted with fluid) and is energized by relative axial extension of the first 
tubular (figures 7-7B). The undercut groove features a rounded recess angle (angle on wall of 
the groove). The first and second tubulars comprise a seal member (29). The tubulars are 
metallic and so are the thread portions. As seen in figures 7-7B the nose is retained by the 
undercut groove. The at least one sealing member (36) is arranged and located for sealing 
engagement with an opposing surface adjacent a free end of the second member (figures 8-8B). 
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The coupling arrangement having at least two axially spaced sealing members (sealing members 
36 and 39, figure 8). The groove and the nose configured to have a first position and a second 
position (first position in figure 7A and second position in figure 7B). The first member and 
second members are pin and box members, respectively. The first seal member is capable of 
being swelled by a first material and the second seal is capable of being swelled by a second 
material (Evans coupling arrangement is for oil drilling, where first seal 39 communicates with 
an internal fluid and the second seal 36 will come into contact with an external fluid, also see 
figures 8-8B). The first material is water and the second material is oil. 

The groove and the nose have a pre-expanded relative position and a post-expanded 
relative position, wherein the pre expanded relative position, the nose is spaced apart from the 
groove at a first axial distance and in the post-expanded relative position the nose is spaced apart 

4 

from the groove a smaller second axial distance (method limitations given little patentable 
weight in an apparatus claim). The limitations that the pin member axially elongates relative to 
the box member upon expansion of the threaded connection and the box member axially 
contracts relative to the pin member upon expansion of the threaded connection (method 
limitations given little patentable weight in an apparatus claim). 

Evans discloses the invention substantially as claimed above but fails to disclose that the 
threads are dovetail with flanks angles greater than 1 0 degrees. Blose teaches a coupling 
includes male threaded portion (12) and a female threaded portion (13) wherein the threaded 
portion are dovetail threads having flanks inclined at an angle of greater than 10 degrees (see 
figures 1-4 and 6-8 for the dovetail threads and column 7, lines 14-57 disclosing flanks greater 
than 1 0 degrees and also the angles claimed in claims 4-9, as to claim 1 0 see figure 6, as to claim 
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1 1 see figure 1 1 and column 4, lines 50-55 and as to claims 12-18 see figure 6). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to 
configure the threads of Evans to be threads that are dovetail threads with inclined flanks as 
taught by Blose, to provide axial compressive loads and prevents separation of the joint (column 
7 of Blose). 

4. Claims 18, 27-29, 37, 48, 69 and 77-78 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Evans and Blose as applied to claim 1 above, and further in view of Kramer 
(US. 3,915,460). 

Evans and Blose disclose the invention substantially as claimed above but fail to disclose 
that the elastomer is an elastomer that is capable of swelling when applied with fluid. Kramer 
teaches to have a seal that is formed from an elastomer that swells when applied with fluid. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to configure the elastomer of Evans and Blose to be a swellable elastomer as taught by 
Kramer to provide a sealing element that absorbs any fluid that leaks past a joint (column 4, lines 
36-37 of Kramer). 

Response to Arguments 

5. Applicant's arguments filed 5/20/05 have been fully considered but they are not 
persuasive. 

Applicants' argument that Evans teaches that there is no axial separation between the 
nose and the groove in figure 10a is correct but Evans in figures 7-8B reaches that the nose and 
the groove are in a first position prior to expansion and in a second position after expansion. 
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Furthermore as stated in the office action that applicants method limitations in the apparatus are 
given little patentable weight. 

Applicant argument that Evans does not teach the swelling of a sealing material is not 
persuasive because Kramer teaches this. 

Applicants' argument about swelling elastomers is not persuasive because as evidence 
provided by Voitik (US. 3,945,650) that elastomers are know to swell when exposed to fluids 
(column 1, lines 25-35). 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vishal Patel whose telephone number is 571-272-7060. The 
examiner can normally be reached on 6:30am to 8:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, J. James Lee can be reached on 571-272-7044. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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